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DETAILED ACTION 
Response to Amendment 

1 . The amendment filed on 12 Marcli 2009 lias been entered and fully considered. 

2. Claims 1-17 are currently pending, of which claims 15-17 are new. 

3. No new matter has been entered. 

Specification 

4. Objections set forth previously are withdrawn in view of the amendments to the 
specification filed on 12 March 2009. 

Claim Objections 

5. Objections set forth previously are withdrawn in view of the amendments to the 
claims filed on 12 March 2009. 

6. Claim 7 is objected to because of the following informalities: The word 
"positions" in line 2 of the claim should be "positioned". Appropriate correction is 
required. 

7. Claim 10 is objected to because of the following informalities: The word "dames" 
in line 2 of the claim should be "dams". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

8. Rejections set forth previously are withdrawn in view of the amendments to the 
claims filed on 12 March 2009. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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10. Claims 1-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1 1 . Claim 1 states that "a studded plate is used at the formwork close of the first cast 
section". This language renders the claim unclear. In order to further examine the 
claims, this will be interpreted to mean that the studded plate is used at the outermost 
point of the formwork of the first cast section, facing the concrete that is to be cast into 
the form. 

12. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). 
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In the present instance, claim 1 recites the broad recitation "polygonal pattern", 
and the claim also recites "such as a hexagon, or other symmetrical or irregular design" 
which is the narrower statement of the range/limitation. 

In the present instance, claim 7 recites the broad recitation "in a pattern", and the 
claim also recites "such as a square diamond, polygonal pattern" which is the narrower 
statement of the range/limitation. 

In the present instance, claim 13 recites the broad recitation "large concrete 
components", and the claim also recites "including in bridges, tunnels, and in the walls 
of buildings, dams, or containers" which is the narrower statement of the 
range/limitation. 

In the present instance, claim 14 recites the broad recitation including the ranges 
for dimensions of the studs in the studded plate, and the claim also recites "even more 
preferably where the studded plate is a PLATON DE25 plate" which is the narrower 
statement of the range/limitation. 

In the present instance, claim 16 recites the broad recitation including the ranges 
for dimensions of the studs in the studded plate, and the claim also recites "even more 
preferably where the studded plate is a PLATON DE25 plate" which is the narrower 
statement of the range/limitation. 

In the present instance, claim 17 recites the broad recitation "large concrete 
components", and the claim also recites "including in boxed walls on a free balanced 
cantilever" which is the narrower statement of the range/limitation. 
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In order to further examine tine claims, only the broader recitations cited above 
will be considered as being required by the claims. 

Claim Rejections - 35 USC § 102 

1 3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

14. Claims 1, 2, 6, 10-14, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WISE (US 3,618,888). 

1 5. As to claim 1 , WISE teaches the use of a casting form for making concrete slabs 
whose sides have grout keys (or studs - column 1 lines 3-6). The casting form having 
grout keys is stripped after a first cast section has been cast (column 1 lines 39-45). An 
adjacent concrete slab is grouted together side by side with the concrete slab having 
the design formed from the grout keys (column 3 lines 54-58). The studded plate of 
WISE is used at the formwork close of the first cast section to provide for a method of 
denticulation of concrete joints as required by the claim. See also figures 1-8. 

1 6. As to claim 2, WISE teaches that the maximum stud width can be 2.5 inches (or 
63.5mm - column 4 lines 6-7), and that the adjacent dimples may be spaced apart 
(between the base of the stud side walls) about 1 inch (or 25.4mm - column 4 lines SC- 
SI ). This puts the maximum center distance between the studs at approximately 3.5 
inches, or 88.9mm, which falls within the range required by the claim. This also puts the 
distance between the base of the stud side walls at about 25.4mm, which falls within the 
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range required by the claim. WISE teaches that the depth (or height) of the dimple can 
be about one-fourth inch, or 6.4mm, which falls within the range required by the claim 
(column 4 lines 22-23). 

1 7. As to claim 6, WISE teaches the use of dimples, or studs, that are rectangular or 

round (column 3 lines 49-50). 

18. As to claim 1 0, WISE teaches a method of denticulation of cast concrete joints 
using a studded plate as a formwork as outlined in the rejection of claim 1 above. WISE 
teaches the use of his invention to lock adjacent concrete slabs against stresses 
normally encountered in a building as well as stresses occurring during an earthquake 
or excessive ground vibration (column 1 lines 10-13). According to MPEP 21 1 1 .02, if a 
prior art structure is capable of performing the intended use of a claim, then it meets the 
claim. Therefore, the use of a method of denticulation of concrete joints between cast 
joints in bridges as required by the claim is anticipated by WISE since the method 
disclosed by WISE is capable of being used between cast joints in bridges. 

1 9. As to claim 1 1 , WISE teaches a method of denticulation of cast concrete joints 
using a studded plate as a formwork as outlined in the rejection of claim 1 above. WISE 
teaches the use of his invention to lock adjacent concrete slabs against stresses 
normally encountered in a building as well as stresses occurring during an earthquake 
or excessive ground vibration (column 1 lines 10-13). According to MPEP 21 1 1 .02, if a 
prior art structure is capable of performing the intended use of a claim, then it meets the 
claim. Therefore, the use of a method of denticulation of concrete joints between cast 
joints in box walls on a free balanced cantilever as required by the claim is anticipated 
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by WISE since the method disclosed by WISE is capable of being used between cast 
joints in box walls on a free balanced cantilever. 

20. As to claim 1 2, WISE teaches a method of denticulation of cast concrete joints 
using a studded plate as a formwork as outlined in the rejection of claim 1 above. WISE 
teaches the use of his invention to lock adjacent concrete slabs against stresses 
normally encountered in a building as well as stresses occurring during an earthquake 
or excessive ground vibration (column 1 lines 10-13). According to MPEP 21 1 1 .02, if a 
prior art structure is capable of performing the intended use of a claim, then it meets the 
claim. Therefore, the use of a method of denticulation of concrete joints on site or by 
prefabrication of components as required by the claim is anticipated by WISE since the 
method disclosed by WISE is capable of being used on site or by prefabrication of 
components. 

21 . As to claim 1 3, WISE teaches a method of denticulation of cast concrete joints 
using a studded plate as a formwork as outlined in the rejection of claim 1 above. WISE 
teaches the use of his invention to lock adjacent concrete slabs against stresses 
normally encountered in a building as well as stresses occurring during an earthquake 
or excessive ground vibration (column 1 lines 10-13). According to MPEP 2111.02, if a 
prior art structure is capable of performing the intended use of a claim, then it meets the 
claim. Therefore, the use of a method of denticulation of concrete joints between large 
concrete components as required by the claim is anticipated by WISE since the method 
disclosed by WISE is capable of being used between large concrete components. 
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22. As to claim 14, WISE teaches that the maximum stud width can be 2.5 inches (or 
63.5mm - column 4 lines 6-7), and that the adjacent dimples may be spaced apart 
(between the base of the stud side walls) about 1 inch (or 25.4mm - column 4 lines 30- 
31). This puts the maximum center distance between the studs at approximately 3.5 
inches, or 88.9mm, which falls within the range required by the claim. This also puts the 
distance between the base of the stud side walls at about 25.4mm, which falls within the 
range required by the claim. WISE teaches that the depth (or height) of the dimple can 
be about one-fourth inch, or 6.4mm, which falls within the range required by the claim 
(column 4 lines 22-23). 

23. As to claim 1 7, WISE teaches a method of denticulation of cast concrete joints 
using a studded plate as a formwork as outlined in the rejection of claim 1 above. WISE 
teaches the use of his invention to lock adjacent concrete slabs against stresses 
normally encountered in a building as well as stresses occurring during an earthquake 
or excessive ground vibration (column 1 lines 10-13). According to MPEP 21 1 1 .02, if a 
prior art structure is capable of performing the intended use of a claim, then it meets the 
claim. Therefore, the use of a method of denticulation of concrete joints between large 
concrete components as required by the claim Is anticipated by WISE since the method 
disclosed by WISE is capable of being used between large concrete components. 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person liaving ordinary skill in tiie art to wliicli said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

26. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

27. Claims 3, 15, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WISE (US 3,618,888) as applied to claims 1, 2, 6, 10-14, and 17 above. 

28. As to claim 3, WISE does not appear to explicitly disclose the stud side wall 
inclination angle. However, WISE teaches that the shape of each embossing (dimple) 
may vary, and that the slope of the dimple should satisfy geometrical conditions to 
enhance stripping of the studded plate from the concrete slab (column 3 lines 45-75). 
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At the time of the invention, it would have been prima facie obvious to a person 
having ordinary skill in the art to optimize the inclination angle of the stud side wall in 
order to satisfy geometrical conditions and help to enhance stripping of the studded 
plate from the concrete slab after it has been cast (column 3 lines 45-75). 
29. As to claims 15 and 16, WISE teaches that the maximum stud width can be 2.5 
inches (or 63.5mm - column 4 lines 6-7), and that the adjacent dimples may be spaced 
apart (between the base of the stud side walls) about 1 inch (or 25.4mm - column 4 
lines 30-31). This puts the maximum center distance between the studs at 
approximately 3.5 inches, or 88.9mm, which is slightly above the range required by the 
claim. This puts the distance between the base of the stud side walls at about 25.4mm, 
which falls within the range required by the claim. WISE teaches that the depth (or 
height) of the dimple can be about one-fourth inch, or 6.4mm, which is slightly lower 
than the range required by the claim (column 4 lines 22-23). WISE additionally teaches 
that the shape of the embossing (dimple) may vary (column 3 lines 47-49). The adjacent 
dimples may have separation between them at a desired value, depending upon 
engineering considerations (column 4 lines 28-29). The dimensions of grout keys with 
various depths will provide for desired resistance to stresses in the final product (column 
3 lines 54-58). 

At the time of the invention, it would have been prima facie obvious to a person 
having ordinary skill in the art to modify the studded plate of WISE to achieve a center 
distance between the studs and a stud height that falls within the claimed ranges 
because the dimensions of the studs can be varied in order to optimize resistance to 
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30. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over WISE 
(US 3,618,888) as applied to claims 1, 2, 6, 10-14, and 17 above, and further in view of 
LEWIS (US 2,745,165). 

31 . As to claim 4, WISE does not appear to explicitly disclose that the studded plate 
has bridges or backs between the studs. However, LEWIS teaches the use of paving 
dowels having a portion extending into a first-poured concrete section which is filled by 
a subsequently poured section (column 1 lines 20-28). The portion extending into the 
first-poured concrete section is formed by a key strip on a form plate which is removed 
after the first section is cast (see item K in figures 1-4, and column 3 lines 25-45). This 
key strip has a recess (item 42 in figures 1 and 3) which is formed between two 
adjacent "studs" in the key strip (column 3 lines 17-19). This recess between the studs 
constitutes a back or bridge between the studs as required by the claim. 

At the time of the invention, it would have been prima facie obvious to a person 
having ordinary skill in the art to use the studded plate of WISE having the design of 
LEWIS including a back or bridge between the studs because this design element was 
known in the art and because of the additional functions that such a bridge or back can 
provide during the casting process, such as allowing for the incorporation of additional 
casting elements (column 3 lines 17-21 of LEWIS). 
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32. Claims 5, 7, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WISE (US 3,618,888) as applied to claims 1, 2, 6, 10-14, and 17 above, and 
further in view of JOHNSEN (DE 4,328,787). 

33. As to claim 5, WISE does not appear to explicitly disclose that the studded plate 
has a shape equivalent to a PLATON DE25 plate. However, WISE teaches that the 
shape of the embossing (dimple), and therefore the studded plate, may vary (column 3 
lines 47-49). Additionally, JOHNSEN teaches the use of a studded plate that has the 
exact shape of a PLATON DE25 plate (as disclosed by applicant at [0030] and figures 1 
and 2) as a drainage plate (see page 2 - section titled "area covered by invention", and 
figure 7). 

At the time of the invention, it would have been prima facie obvious to a person 
having ordinary skill in the art to use the studded plate of WISE having the design of 
JOHNSEN because it was known in the art that the shape of the studded plate can be 
varied, and because the PLATON DE25 shape is a design that has been used in arts 
requiring studded plates for construction purposes (see column 3 lines 47-49 of WISE 
and page 2 section titled "area covered by invention" of JOHNSEN). 

34. As to claim 7, the studded plate disclosed by JOHNSEN at figure 7 has a 
polygonal pattern. 

35. As to claim 8, the pattern of the studs of the studded plate used by WISE is 
oriented parallel to or square to the direction of the primary shear, since his invention is 
used to lock adjacent concrete slabs against stresses normally encountered in a 
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building as well as stresses occurring during an earthquake or excessive ground 
vibration (column 1 lines 10-13). See also figures 1-8. 

36. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over WISE 
(US 3,618,888) as applied to claims 1, 2, 6, 10-14, and 17, and further in view of 
SCHERTZBERG ET AL. (US 2002/0009566). 

37. As to claim 9, WISE teaches a method of denticulation of cast concrete joints 
using a studded plate as a formwork as outlined in the rejection of claim 1 above. WISE 
does not appear to disclose a method of denticulation using a studded plate toward the 
first cast section comprising a hose or string of swellable rubber that is partly cast into 
the first cast section. However, SCHERTZBERG teaches the use of an injection hose to 
fill voids during concrete construction [0002]. The injection hose is embedded in a 
concrete cast section in order to fill voids left in concrete joints [0004]. 

At the time of the invention, it would have been prima facie obvious a person 
having ordinary skill in the art to use the embedded injection hose of SCHERTBERG in 
the method of denticulation of concrete joints disclosed by WISE because of the need in 
the art to fill voids left in concrete joints during construction with materials such as epoxy 
([0004] of SCHERTZBERG). 

Response to Arguments 

38. Applicant's arguments, see sections E and F, filed 12 March 2009, with respect 
to the rejection(s) of claim(s) 1,4-8, and 10-13 under 35 U.S.C. 102(b), and claims 2, 3, 
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9, and 14 under 35 U.S.C. 103(a) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of newly found prior art. 

Conclusion 

39. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ATUL KHARE whose telephone number is (571 )270- 
7608. The examiner can normally be reached on Monday-Thursday 7:30 a.m. - 5:00 
p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571)272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ATUL KHARE/ 
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Examiner, Art Unit 1791 

/Christina Jolinson/ 

Supervisory Patent Examiner, Art Unit 1791 



